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Dear Examiner Kyle: 

Enclosed is a courteously copy of a Notice of Appeal, PreAppeal Brief Request for Review 
and Pre^ppeal Brief Request for Review (5 pages} for the above-identified U.S. patent 
application that we filed with the U.S. Patent by express mailing on October 19, 2005. 
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Joseph A. Herndon 
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300 South wacher Drive 312 913 (WOi phone This transmittal is strictly Tor delivery please contact us if qP pages are 

Chicago, Illinois 6Q606-67Q9 312 913 00D2 tax only to ttie person listed above. Ii may not received. If you received ihis tax 

www mdno.com contain confidential or privileged in error, please contact «s to 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE p} ECE|VED 

l06) CENTRAL FAX CENTER 



(Case No. 03- 

In re the Application of: 



(ICT 1 9 

Group Art Unit: 3624 
Examiner: Kyle 



Friesen et al 
Serial No. 09/289,550 
Filed: April 9, 1999 

For: User Interface for aa Electronic Trading 
System 

Mail StopAF 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Sir: 

TRANSMITTAL LETTER 

In regard to the above identified application: 

1 . We are transmitting herewith the attached: 

a. Petition for Three Month Extension of Time 

B. Notice of Appeal from the Primary Examiner to the Board of Patent Appeals and 
Interferences 

C. Pre- Appeal Brief Request for Review 

D. Pre-Appeal Brief Request for Review (5 pages) 

E. Rerum Receipt Postcard, 

2. With respect to additional fees, attached is a check in the amount of $ 1,520.00 
($1020.00 for three month extension of time and $500 for notice of appeal fee) 

3. Please charge any additional fees or credit overpayment to Deposit Account No. 13-2490. 
A duplicate copy of this sheet is enclosed. 

4. CERTIFICATE OF MAILING UNDER 37 CFR § U0: The undersigned 
hereby certifies that this Transmittal Letter and the paper, as described in paragraph 1 hereinabove, 
are being deposited with the United States Postal Service as "Express Mail Pose Office to 
Addressee", addressed to the Mail Stop Af, Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 2231 3- 1450 on this October 19, 2005 under the Express Mail label No, 
EV596647954US. 




tBERTlBEKGrOrr 
1 SOuTn wACftfft PftJVE 
;£AGO kiXOfStSSoe 
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Doc Code: AP.PRE.REQ pto/sb/m (07-o5> 

Appmveq tor use tnrougn xxfxxrzoQx OMB oesi-ooa 
, , M ^ - ^ bAJt . M U.S. Patent ana Tracfcmaric Olfiee; U.S. DEPARTMENT OF COMMERCE 

under ma Paperwork Reduction Ad of 13*5. no pereoos are requlreq to rexpona to a cojiacaon of information unless ft Qi&PiayS a vabq QMB cornroi numper 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



DocKet Number (Opnonaij 

03-1106 



t herepy certify tnat Wis correspondence i& Deing deposited with me 
United States Postal Service wrtn sufficient postage as first class mail 
in an envelope addressed to "Mail Stop AF. Commissioner for 
Parents. P.O. Box 1450, Alexandria, va 22313-1450' [37 CFR >*j^| 



on 



Qqrober 19, 2005 



Signature^ — — 
TypBd orpnnteg JoSeph A , Henito 



Application Numper 
09/269,550 



Filed 

April 9, 1999 



First Named inventor 

Richard W. Friesen 



Art unit 



3624 



Examiner 
Kyle 



Applicant requests review of the final rejection in the a&ove-identified application. No amendments are being filed 
with this request 



7Tu$ request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sneet(s). 
Note: No more than five (5) pages may be provided. 




t am trie 

[ j applicant/inventor. 

□ s^S f Signature 

assignee of record of the enure interest t~ m «k a ^^a^ 

Set 37 CFR 3 7i. Statement under 37 CFR 3.73<p) * enclosed. Josepft A. Herndon 

(Form PTO/SB/96) Typed or pnnted name 

0 attorney or agent of record. 50,469 

Regiayairon numoer . 312—9^.3-3331 



Telephone number 

□ attorney or ageniaeo^nder 37 CFR V34. October 19. 2005 



ReQragation numoer *T acting under 37 CFR 1 34 , 

NOTE. Signatures of all trte inventors or assignees of record of me entire interest or weir representative(s) are required. 
Jjufrmit multiple forms if more than one signature is required, see oelow\ 



□ 



HotaJof forms are suDmmed 



True conec&on or in»rmaw>n & required py 35 u.S.C. 1 32. Tne information * raqutred » o&iam or retam a Oenefit oy me pubiic wnlen # to fits <ano Oy me uSPTO 
to process) an application. Confaemjawy is governed Dy 35 u.S.C. 122 ano 37 CFR l n. 1.14 and 41.6. Tn* eonectjon ts estimates to *K» 12 minutes » 
compiae. inctiidina gathering, preparing, ana supmnnng tne oom^etad application form to tne uSPTO Time win vary cependjng upon the mdropuaj case Any 
cornrnems on in© amount or unc you require id compjatB m« form ana/or suggcs&ons tor requcmg ows Pwrden, snoukt po sent to me Cnitf information Officer 
^..?^?^l T '5i e J?I k ORSco - us Department o? Commerce. P.O. Box 1450. Aie*andna. Va 223i3-i450 OQ NOT S£no fees or COMPLETED 
FORMS TO THIS ADDRESS. SEW TO: MJMl Smp AF. Commissioner for Patent*. P.O. Box 1450, Alexandria, VA 22313-1450. 

if you neea as&s&nce m comptextnv mo ft*m. c*u i-eoCWO-9199 ana sett*? option 2 
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PATENT 

UNITED STATES PATENT AND TRADEMARK OFFICE RECEIVED 

(Case No. 03-1 106) CENTRAL FAX CENTER 

IN THE APPLICATION OF: 
Richard W. Friesen et ai 

Semi No. 09/289,550 

Filed: 04/09/1999 

Tide: User Interface For 

Electronic Trading System 

PRE-APPEAL BRI EF REQUEST FOR REVTPW 

Mail Stop AF 
Commissioner for Patents 
P.O. Bo* J450 
Alexandria VA 22313-1450 

Dear E x ami n ers: 

In response to the Advisory Action of August 16, 2005, the Applicants respectfully request 
review of die rejections of Claims 1, 2, 4, 10-12, 16, 18, 28, and 61-98, The following remarks are based 
on those presented in Applicants' RCE Remarks of April 1, 2004, ("^sponse 1"). Response of 
December 14, 2004, ("Response 2"), and Response of June 21, 2005, ("Response 3") r 

Applicants' presently claimed invention relates to a graphical user interface for electronic 
trading systems. In this pre-appeal brie£ Applicants submit that a prima fetie case of obviousness has 
not been shown because neither of the cited references show all of the claimed limitations, there is no 
motivation or suggestion to combine the references outside of the Examiner's ''independently derived 
motivation," and combining them would not even result in the claimed invention. Applicants 
respectfully request reconsideration. 

First Rejection linger 35 U.S. C. $ 103fo) 

The Examinees first rejection 1 included independent claims 1, 86, 87, and 90 under 35 U.S.C. § 
103(a) as being unpatentable over US 5,136,501 to Silverman ("Silverman") in view of US 5,619,631 to 
Schott ("Schon"). Claims 86 and 90 have limitations that mirror the lirnitarions found in Claim 1 and 
are patentable for similar reasons as Claim 1. With respect to independent Claim 87 and in spite of 

1 On page 2 of the Final Office Action of April 21, 2005, the Examiner rejected Claims i, 2, 4, 10-12, 16, 18, 61*70 and 
77-98 as being unpatentable over Silverman in view of Schott. 

1 



OCT 19 m 



Examiner: Charles R. Kyle 
Group Art Unit: 3624 
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Applicants' repeated remarks to correct the rejection, the Examiner continues to reject Claim 87 and 
directs us to die discussion of Claim l. 2 However, Claim 1 does not show the limitation* of Claim 87* 
Instead, Claim 87 has similar limitations to Claim 72, which was rejected in view of different art. 
Applicants will therefore address Claim 87 separately in light of that art 

Claim 1 is directed to the displaying of an order icon that represents a user's order to buy or sell 
an item in the display of bid indicators and offer indicators positioned along a scaled axis. 4 According 
to Claim 1, the order icon can be moved to a location associated with a value along the scaled axis to 
facilitate placement of an order. Applicants submit that Claim 1 taken as a whole provides an 
advantage over the pnor art (including the Silverman and Schorr references) because it gives a user the 
ability to move an order icon representing his or her own order to a different value in a display of 
market bids and offers positioned along a scaled axis. Applicants know of no prior art reference that 
shows such limitations or a combination of elements or provides motivation to provide such features. 

Silverman teaches an anonymous matching system through the use of logical models to 
illustrate the book market employed in the matching system, 5 The logical models referred to by the ( 
Examiner are not graphical user interfaces and it is impermissible to use them as displays. Instead, 
FIG. 4 of Silverman shows a logical model of a book database at the central system and FIG. 5 shows 

logical model of a book database at a keystation, which is a subset of 
*ttrrt<M&e^ the central station's book database. The boxes in FlGs. 4 and 5 are . : t 

not indicators and cannot be used to teach indicators in a display as., 
the Examiner asserts. Rather, the boxes illustrate database enmes that 
are used by the Silverman's system to generate central and local 
keystation book databases, respectively. In spite of the logical models 
not being displays, the Examiner uses them in making the rejection of 
Applicants' display claims. When even making this impermissible 
assumption, the figures lack many claim limitations. The logical models only show bid and ask database 
entries at the prices where orders have been entered, and therefore, the Applicants agree with the 
Examiner's statement that Silverman does not disclose "the limitations of positioning of indicators 
along a scaled axis of values corresponding to an associated value/ 70 Abo, the logical models do not 

2 On page 12 of Response 2 f Applicants' bring this mistake to the Examiner's attention for the first time. 

On page 9 of the Final Office Action of April 21, 2005, when rejecting Claim 72 ~ which calls for similar limitations 
as Claim 87 - the Examiner states that neither Silverman nor Schon show mis limitation. 
* Presently pending Claim 1 is on page 2 of Response 3. Applicants review Claim 1 on page 10 of Response 3. 

Applicant' review of Silverman is found in the last paragraph starting on page 1 3 of Response I . 

On page 3 of the final Office Action, the Examiner states that Silverman "does not specifically disclose the limitations 
of positioning of indicators along a scaled axis of values corresponding to an associated value or, in response to a user . 
initiated command, moving an indicator. (icon) to a location on the axis." 

2 
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distinguish a iter's own order from those entered by other users. 7 Applicants contend that because 
Silverman does not show indicators along a scaled axis, does not distinguish a use^s own order, then it 
follows that Silverman does nor also show, "in response to a user initiated command, moving an 
indicator to a location on the axis," as admitted by the Examiner. 

Schott teaches data manipulation of representational dynamic graphs.* A user is able to 
manipulate a graph shape directly, which in turn not only modifies the graph, but also alters the 
corresponding and underlying tabularized data. The Examiner turns to Schorr to teach what Silverman 
is lacking, namely, the positioning of bid/offer indicators along a scaled axis of values and the moving 
of the order icon associated with the user's own order. The Examiner asserts that the dynamic bar 
graph of Fig. 19A shows the scaled axis of values. Applicants contend dm Schott docs not show 
Applicants' "scaled axis of values," in which the values of the scaled axis are based on values associated 
with at least one bid and at least one offer. Additionally, the Examiner refers to Figs. 26A-26F (Figs. 
26C and 26D are shown below to jjlustrate that a change in the pie chart makes an automatic change in 
the spreadsheet) whereby changing the size of one section of a pie chart will also change the 
corresponding number m the spreadsheet. With reference to these figures, the Examiner makes a 
general assertion that Schott teaches the moving of an order icon on a scaled axis of values called fox in 
Applicants* Claim 1. Yet> Applicants submit that Schott makes no reference to, or mention whatsoever 
of, facilitating placement of an order to buy/ sell an irem by moving the order icon to a location along 
the first scaled axis of values. 




Applicants submit that Silverman and Schott, taken alone, or in combination, do not describe 
or suggesr the limitations of Claim 1 . Neirher reference teaches to display bid/ offer indicators, nor do 
they teach the display of bid/offer indicators along a scaled axis of values. Neither reference shows 
displaying an order icon associated with a user's order for a particular quannry of the item. Neither 
reference shows moving the order icon to a location associated with a vdue along the scaled axis of 



7 Applicants review of this issue can be found on page 15 of Response 1 . 

* Applicants review of ScboiT is found in the last paragraph at the bottom of page 1 0 of Response 2 and in the first 
paragraph on page 12 of Response 3. 

3 
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values. The Examiner did not show otherwise, and therefore, each of the Jumtauons of Claim 1 are not 
found u* the pnor art, which is required to make a pnma &cic case of obviousness, 9 

Additionally, the Examiner failed to show a proper suggestion ox motivation to modify or 
combine the reference teachings,* 0 While combining the references would not lead to Applicants* 
claimed invention (both lack the same limitations as stated above), neither reference shows motivation 
for making the modification suggested by the Examiner. Furthermore, no reference suggests the 
desirability of providing this type of graphical control over a user's own order in the display of 
bids/ offers. Indeed, the Examiner has stated that no momrarion exists outside of the Examinees own, 
"independently derived motivation" to combine the references." However, because die Examiner did 
not provide any evidence to support this independent denvauon, the Examiner's independently derived 
motivation cannot stand 12 

Sep o fi 4 Reject on linger 35 U r S,C T § |Q3(jQ 
The Examiner's second rejection included Claim 28 under 35 U,S.C §1 03(a) as being 
unpatentable over Silverman, in view of Schott and further in view of US 6,188,403 given to Sacerdot^ 
et at ("Sacerdori"). Claim 28 depends from Claim 1, and hence adds a further limitation to Claim 1 . 
The limitations of Claim 28 include moving an order token to a user specified location with respect to a 
first scaled axis of values which corresponds to a desired value, thereby enabling placing of the order in 
accordance with the desired value, 13 As explained above neither Silverman nor Schort, alone or in 
combination, discloses a method of moving order tokens. Sacerdoti fails to overcome this deficiency as 
well Sacerdoti describes a 3-dimensiooal graphics generation and display application that provides a 
visual display of information retrieved from a database, 34 Sacerdoti fails to disclose or suggest 
displaying order tokens, or enabling placing of the order in accordance with the desired value based on 
die location of the order token. Thus, the limitations of Claim 28 are not found in the prior art- 
The Applicants also disagree with the Examiner that Sacerdoti includes a motivation to 
combine the reference based on, what Examiner refers to as "common subject matter of trading/* 15 
The Applicants noise that the sections cited by the Examiner discuss the importance of effective 

9 MP.EP- 2142-2143.03. : 

10 M.P.E P, 2143.01 (8* cd. Aug. 2001), citing In re RoiuTet, 149 F.3d 1350, 47 U,S.P.Q.2d (BNA) 1453, 1457-5S (fed. 
Cir. 1 998) ("The combination of references taught every element of the claimed invention, however without a 
motivation *o combine, a rejection based on prima facie case of obviousness was held improper.") - . 

11 On page 13 of Response 3, Applicants review the Examiners statement, "In this case, the Examiner has clearly set put 
an independently derived motivation to combine," which can be found on page 13 of the Final Office Action. 

12 M P-E.P 2144 03(A) states that it is never appropriate to rely solely on common knowledge w the art without prior 
evidentiary support in the Tecord as the principal evidence upon which a rejection was based. 

13 Presently pending Claim 28 is on page 4 of the Response 3. 

14 See Abstract in Sacerdoti. 

15 On page 8 of the Final Office Action, "A motivation to combine the teachings of the references is given by Sacerdoxi 
ex al at Col. 1 1 lines 20-64 as common subject matter of trading " 

4 
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presentation of computer-stored data rather than graphical user interfaces for electronic trading 
system, 16 Thus, the Exam iner failed to show proper suggestion or motivation to combine the reference 
teachings. 

Third Rejecrioii under 35 U S.C. § 103(al 
The Examiner's third rejection included Claims 71-76 under 35 U.S.C §103(a) as being 
unpatentable over Silverman, in view of Schott and further in tow of US 6 > 161 S 095> given ro 
Harrington et al ("Harrington' 3 )- Claims 71-76 depend from Claim I and add further limitations of "a : 
.derivative of price"* to Claim l. 17 Abo, as mentioned above, independent CJaim 87 discloses the same 
limitation. Tht Examiner asserted that Silverman did not disclose a derivative of price, but tried to 
overcome this deficiency using Harrington (specifically pointing to: "[tjhe user enters a coupon for each 
marurity and an aggregate purchase price, and at the Issuer's option, a price or yield for each 
maturity/ 1 ) 13 Applicants contend that this statement in Harrington does not overcome the deficiencies 
of Silverman and Schott, since such a statement does not teach or suggest displaying indicators at 
locations corresponding to values representing a derivative of price. 19 

Conclusion, 

The cited references do not show every limitation found in Applicants* presently pending 
independent Claims 1, 86, 87 and 90. Further, while combining the references would not result in the 
Applicants' cla i m ed invention given the references lack the very same limitations, the Examiner cannot 
pomt to any motivation or suggestion to combine or modify the references to achieve Applicants' 
invention- Applicants' dependent claims are also patentable for distinct reasons, however, because the 
remaining rejected claims depend either direcdy or indirecdy from one of die independent claims, the 
dependent claims were not entirely addressed in this pre-appeal brief for sake of space. Applicants 
submit that the present application is in condition for allowance and notice to that effect is hereby 
requested. 



Respectfully submitted, 

Dare: /# By- Sl S /flC 



A. Hemdon 
g. No. 50,469 



16 See Sacerdoti, Col. 1, line 20-64. 

17 Presently pending Claims 71-76 on page 5 of Kesponse 3. 
w On page 9 of the final Office Action. 

19 On page 15 of Response 3. 

5 
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